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DETAILED ACTION 



Claim Objections 



1. 



The objection to claim 1 1 has been overcome by amendment. 



Claim Rejections - 35 USC §112 



2. The following is a quotation of the second paragraph of 35 U. S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

3. The rejection of claim 1 (and dependent claims 2-14) under 35 U.S.C. 1 12, second 
paragraph, for the reasons set forth the in prior office action, has been overcome by amendment. 

4. Claims 1-16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

5. Claim 1 (and dependent claims 2-14) are rejected under 35 U.S.C. 1 12, second paragraph, 
as being incomplete for omitting essential steps, such omission amounting to a gap between the 
steps. See MPEP §2172.01. The omitted steps are: 

- The preamble of the claim recites, "A process of forming a composite structure by 
applying a barrier to an underlying substrate during fabrication". It is unclear if "during 
fabrication" means fabrication of the composite, fabrication of the barrier, or fabrication of the 



- The first step of the process recites, "introducing a fire resisting agent to the barrier after 
formation thereof. It is unclear if "formation thereof means formation of the fire resisting 
agent or formation of the barrier. 



substrate. 
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For the purpose of prior art analysis, claim 1 is interpreted as: A process of forming a 
composite structure by applying a barrier to an underlying substrate during fabrication (during 
fabrication of the composite structure), including the steps of: introducing a fire resisting agent to 
the barrier after formation thereof (after formation of the barrier); and attaching the barrier to the 
substrate before completing the fabrication of the composite structure. 

6. Claims 3 (and dependent claims 4-8) and 1 0 (and dependent claim 1 1 ) is rejected under 
35 U.S.C. 1 12, second paragraph, as being indefinite because it is unclear if "thereto through 
which the fire resisting agent is infused" means through the barrier or through the waterproofing 
cover skin. For the purpose of prior art analysis, claim 3 is interpreted as: A process as defined 
in claim 2, wherein said formation of the barrier, though which the fire resisting agent is infused, 
includes the step of: applying a waterproofing cover skin to the barrier. 

Claim Rejections - 35 USC § 102 

7. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

8. The rejection of claims 1 , 9, and 12-14 under 35 U.S.C. 102(b) as being anticipated by 
Licht (US Pat. No. 4,467,577) has been withdrawn. 

9. The rejection of claims 1 , 2, 9, and 12-14 under 35 U.S.C. 102(b) as being anticipated by 
Ishikawa et al. (US Pat. No. 5,678,369) has been withdrawn. 

Claim Rejections - 35 USC § 102/103 

10. The rejection of claims 3-5, 7, and 10 under 35 U.S.C. 102(b) as being anticipated by or 
under 35 U.S.C. 103(a) as being unpatentable over Ishikawa et al. (US Pat. No. 5,678,369) has 
been withdrawn. 
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Claim Rejections - 35 USC § 103 
11. Claims 1-5, 9-10 and 12-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Licht (US Pat. No. 4,467,577). 

Regarding claims 1 and 2, Licht discloses a process of forming a composite structure 
(Abstract), by applying a barrier (column 2, lines 24-29) to an underlying substrate (column 2, 
lines 63-67; column 4, lines 12-19) during fabrication of the composite structure, including the 
steps of introducing a fire resisting agent to the barrier (column 2, lines 24-29); and attaching the 
barrier to the substrate before completion of the fabrication of the composite structure (column 2, 
line 63 through column 3, line 6; column 4, lines 12-19). 

Licht does not disclose the introduction of the fire resisting agent to the barrier after 
formation of the barrier, wherein said step of introducing the fire resisting agent comprises: in- 
situ infusion of the agent into the barrier during said fabrication of the composite structure; 
rather, the fire resisting phenolic resin is added to the intumescent barrier layer prior to 
lamination. It has been found that a process of making a laminated sheet by reversing the order 
of the process steps found in the prior art is an obvious variation of the prior art process - Ex 
ParteRubin, 128 USPQ 440 (Bd. App. 1959). In Ex Parte Rubin, a prior art reference disclosing 
the process of making a laminated sheet wherein the base sheet is first coated with a metallic 
film and thereafter impregnated with a thermosetting material, was held to render prima facie 
obvious claims directed to a process of making a laminated sheet by reversing the order of the 
prior art process steps. 

Therefore, if not explicitly disclosed in the reference, then the teachings would have been 
obvious to one of ordinary skill in the art at the time of the invention. 
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Regarding claims 3-5 and 10, Licht discloses the process as defined in claim 2, wherein 
said formation of the barrier, though which the fire resisting agent is infused, includes the step 
of: applying a waterproofing cover skin to the barrier (column 4, lines 12-19), wherein said 
attaching of the barrier is performed by bonding thereof to the substrate (column 3, lines 2-6); 
and wherein the barrier in an intumescent mat (column 2, lines 24-29) and the fire resisting agent 
is a phenolic resin (column 2, lines 24-29); and the process as defined in claim 1, wherein said 
formation of the barrier, though which the fire resisting agent is infused, includes the step of: 
applying a waterproofing cover skin to the barrier (column 4, lines 12-19). 

Regarding claims 9 and 12, Licht discloses the process as defined in claim 1, wherein the 
barrier is an intumescent mat (column 2, lines 24-29) and the fire resisting agent is a phenolic 
resin (column 2, lines 24-29); and wherein said attaching of the barrier is performed by bonding 
thereof to the substrate by application of an adhesive between the barrier and the substrate 
(column 3, lines 2-6). 

Regarding claims 13 and 14, Licht does not explicitly disclose the process ad defined in 
claim 1, wherein said attaching of the barrier is effected in response to said introducing of the 
fire resisting agent by infusion into the barrier during formation of the substrate; however, the 
step of introducing the fire resisting agent by infusion into the barrier layer during formation of 
the substrate would have been obvious for the same reasons set forth in claim 1 . Regarding the 
limitation of attaching being effected by infusion into the barrier, this limitation is drawn the 
bonding of the barrier layer without the use of an adhesive. Licht discloses this type of bonding 
(page 2, line 63 through page 3, line 1), wherein said substrate is formed as a solid layer 
underlying the barrier attached thereto (column 2, line 55 through page 3, line 1). 
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Therefore, if not explicitly disclosed in the reference, then the teachings would have been 
obvious to one of ordinary skill in the art at the time of the invention. 

Regarding claims 15 and 16, Licht discloses a process for protective fabrication of a 
composite structure (Abstract) by applying a barrier layer (column 2, lines 24-29) after formation 
thereof to an underlying substrate (column 2, lines 63-67; column 4, lines 12-19), including the 
steps of: introducing a fire resisting agent into the barrier (column 2, lines 24-29); and attaching 
the barrier layer with the fire resisting agent infused therein to the substrate (column 2, line 63 
through column 3, line 6) before completing said fabrication of the composite structure; and 
wherein the step of attaching the barrier layer to the substrate is effected without use of an 
adhesive (column 2, line 63 through column 3, line 1). 

Licht does not disclose the step of introducing a fire resisting agent by in-situ infusion 
into the barrier layer after said formation thereof or the step of attaching the barrier to the 
substrate, which is effective by formation of the substrate during the in-situ infusion of the fire 
resisting agent into the barrier. However this sequence of process steps would have been 
obvious for the reasons set forth above in claim 1 . 

Therefore, if not explicitly disclosed in the reference, then the teachings would have been 
obvious to one of ordinary skill in the art at the time of the invention. 
12. Claims 1-5, 7, 9-10, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ishikawa et al. (US Pat. No. 5,578,369). 

Regarding claims 1 and 2, Ishikawa et al. disclose a process of forming a composite 
structure (column 2, lines 27-47), by applying a barrier to an underlying substrate (column 15, 
lines 60-66) during fabrication of the composite structure, including the steps of introducing a 
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fire resisting agent to the barrier (column 15, lines 60-62; column 16, lines 23-37); and attaching 
the barrier to the substrate before completion of the fabrication of the composite structure 
(column 15, lines 60-66). 

Ishikawa et al. do not explicitly disclose the introduction of the fire resisting agent to the 
barrier after formation of the barrier, wherein said step of introducing the fire resisting agent 
comprises: in-situ infusion of the agent into the barrier during said fabrication of the composite 
structure; rather, a fire resisting phenolic resin foam is sandwiched between two substrates via a 
non-woven fabric barrier material (column 15, lines 60-66). It has been found that a process of 
making a laminated sheet by reversing the order of the process steps found in the prior art is an 
obvious variation of the prior art process - Ex Parte Rubin, 128 USPQ 440 (Bd. App. 1959). In 
Ex Parte Rubin, a prior art reference disclosing the process of making a laminated sheet wherein 
the base sheet is first coated with a metallic film and thereafter impregnated with a thermosetting 
material was held to render prima facie obvious claims directed to a process of making a 
laminated sheet by reversing the order of the prior art process steps. 

Therefore, if not explicitly disclosed in the reference, then the teachings would have been 
obvious to one of ordinary skill in the art at the time of the invention. 

Regarding claims 3-5, 7, 9-10, and 12, Ishikawa et al. disclose the process as defined in 
claim 2, wherein said formation of the barrier, though which the fire resisting agent is infused, 
includes the step of: applying a waterproofing cover skin to the barrier (column 15, lines 60-62; 
column 28, lines 32-41), wherein said attaching of the barrier is performed by bonding thereof to 
the substrate (column 15, lines 60-66); and wherein the barrier in an intumescent mat (column 
15, line 66 through column 16, line 3; column 16, lines 40-47; column 2, lines 48-63) and the fire 
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resisting agent is a phenolic resin (column 16, lines 30-39; column 4, lines 59-64); and wherein 
the barrier is felt (column 15, line 66 through column 16, line 3; column 16, lines 40-47; column 
2, lines 48-63) and the fire resisting agent is an intumescent coating (column 16, lines 30-39; 
column 4, lines 59-64); the process defined in claim 1, wherein the barrier is an intumescent mat 
(column 15, line 66 through column 16, line 3; column 16, lines 40-47; column 2, lines 48-63) 
and the fire resisting agent is a phenolic resin (column 16, lines 30-39; column 4, lines 59-64); 
wherein said formation of the barrier, though which the fire resisting agent is infused, includes 
the step of: applying a waterproofing cover skin to the barrier (column 15, lines 60-62; column 
28, lines 32-41); and wherein said attaching of the barrier is performed by bonding thereof to the 
substrate (column 15, lines 60-66). 

13. The rejection of claims 6, 8, and 1 1 under 35 U.S.C. 103(a) as being unpatentable over 
Ishikawa et al. (US Pat. No. 5,678,369) in view of Licht (US Pat. No. 4,467,577) stands for the 
reasons set forth in paragraph 9 of the previous office action. 

Response to Arguments 

14. Applicant's arguments filed May 23, 2002 have been fully considered but they are not 
persuasive. Applicants argue that the instant invention stands apart from the prior art because the 
instant invention introduces the fire resisting agent into the barrier material after the barrier has 
been formed. As set forth above, it has been found that a process of making a laminated sheet by 
reversing the order of the process steps found in the prior art is an obvious variation of the prior 
art process - Ex Parte Rubin, 128 USPQ 440 (Bd. App. 1959). Unless Applicant can 
demonstrate new or unexpected results of the instant invention, the claimed process would have 
been obvious to one of ordinary skill in the art, in light of the prior art processes. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J Feely whose telephone number is 703-305-0268. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson can be reached on 703-308-2340. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 10 for regular 
communications and 703-872-931 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661. 



Michael J. Feely 
June 21, 2002 




Robert Dawson 
Supervisory Patent Examiner 
Technology Center 1 700 



